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The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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ON BRI EF?

Bef or e ABRAMS, FRANKFORT, and NASE, Admi nistrative Patent

Judges.
NASE, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clains 1 and 3 through 8, which are all of the

clainms pending in this application.?

1 Application for patent filed Septenber 8, 1994.

2 On Septenber 8, 1999, the appellant wai ved the oral
heari ng (see Paper No. 28) schedul ed for Septenber 16, 1999.

3 Cains 4, 5 and 8 were anended subsequent to the final
rejection.
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We REVERSE.
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BACKGROUND

The appellant's invention relates to rotary pul sing
val ves for whirl pool spas. An understanding of the invention
can be derived froma reading of exenplary clains 1, 4 and 8
(the independent clains on appeal), which appear in the

appendi x to the appellant's brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Schirm 2,302, 061 Nov. 17,

1942

Kr umhansli 4, 655, 252 Apr .
7, 1987

Jones et al. (Jones) 4,989, 641 Feb. 5,

1991

In addition, the exam ner also relied upon the
appellant's statenment of admtted prior art (specification,
page 1, line 7 to page 2, line 8) relating to a known spa

massagi ng system (Admtted Prior Art).

Claim8 stands rejected under 35 U . S.C. § 112, second

par agr aph, as being indefinite for failing to particularly
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poi nt out and distinctly claimthe subject matter which the

appel l ant regards as the invention.

Clainms 1, 3, 4, 6 and 7 stand rejected under 35 U.S.C. §
103 as bei ng unpatentable over the Admtted Prior Art in view

of Schirm and Jones.

Claims 5 and 8 stand rejected under 35 U.S.C. § 103 as
bei ng unpatentable over the Admtted Prior Art in view of
Schirm and Jones as applied to claim4 above, and further in

vi ew of Krumhansl .

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellant regardi ng the above-noted
rejections, we nmake reference to the answer (Paper No. 14,
mai l ed July 24, 1996) for the exam ner's conplete reasoning in
support of the rejections, and to the brief (Paper No. 13,
filed June 10, 1996) for the appellant's argunents

t her eagai nst .

OPI NI ON
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Initially we note that issue A (brief, pp. 4 and 5-6),
whet her the specification is properly objected to as failing
to provide proper antecedent basis for claim8, relates to a
petitionable matter and not to an appeal able matter. See
Manual of Patent Exam ning Procedure (MPEP) 88 1002 and 1201.
In our view, this objection set forth on page 2 of the final
rejection does not constitute a rejection of claim8 as
failing to conply with the witten description requirenent of
35 U S.C 8§ 112, first paragraph. Accordingly, we wll not

review this issue.

In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clainms, to the applied prior art references, and to the
respective positions articul ated by the appellant and the
exam ner. As a consequence of our review, we nmake the

determ nati ons which foll ow

The indefiniteness issue
W w il not sustain the rejection of claim@8 under 35

U S. C 8§ 112, second paragraph.
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The second paragraph of 35 U S.C. §8 112 requires clains
to set out and circunscribe a particular area with a
reasonabl e degree of precision and particularity. In re
Johnson, 558 F.2d 1008, 1015, 194 USPQ 187, 193 (CCPA 1977).
In making this determ nation, the definiteness of the |anguage
enpl oyed in the clainms nust be anal yzed, not in a vacuum but
always in light of the teachings of the prior art and of the
particul ar application disclosure as it would be interpreted
by one possessing the ordinary |evel of skill in the pertinent

art. | d.

The exam ner's focus during exam nation of clains for
conpliance with the requirenent for definiteness of 35 U S. C
§ 112, second paragraph, is whether the clains neet the
threshold requirenents of clarity and precision, not whether
nore suitabl e | anguage or nodes of expression are avail abl e.
Sonme latitude in the manner of expression and the aptness of
terms is permtted even though the claimlanguage is not as
preci se as the exam ner mght desire. |If the scope of the

i nvention sought to be patented can be determ ned fromthe
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| anguage of the claimwth a reasonabl e degree of certainty, a
rejection of the clai munder

35 U.S.C. 8§ 112, second paragraph, is inappropriate.

Furthernore, the appellant nmay use functional | anguage,
alternative expressions, negative limtations, or any style of
expression or format of claimwhich nakes cl ear the boundaries
of the subject matter for which protection is sought. As

noted by the Court in In re Swinehart, 439 F.2d 210, 160 USPQ

226 (CCPA 1971), a claimnmay not be rejected solely because of
the type of |anguage used to define the subject matter for

whi ch patent protection is sought.

Wth this as background, we analyze the specific
rejection under 35 U.S.C. 8 112, second paragraph, nmade by the

exam ner of claim8.

The exam ner determ ned (answer, p. 4) that

[t]he claimis unclear as to the limtation inparted by
t he | anguage "sufficient torque” on |line 6.
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The appel |l ant argues (brief, pp. 7-8) that the phrase
"sufficient torque” included in the step of "rotating a
sel ector, using the output of said turbine, with sufficient
torque to overcone the presence of contam nants” is definite.
The appellant submts that in this context, the phrase
"sufficient torque to overcone” is simlar to the phrase "an
effective anount” which has been held to be definite where the
amount was not critical and those skilled in the art would be
able to determne fromthe witten disclosure what an

effective anpunt is.*

The exam ner (answer, pp. 4-5) responded to the
appel l ant's argunent by stating that

the "torque"” limtation fails to particularly point out

t he exclusion to others sought by appellant, especially

when such torque appears to be the heart of the invention
as argued throughout the brief.

We agree with the appellant's position in this matter.

In our opinion, the phrase "sufficient torque"” is definite

* The appellant cites to In re Halleck, 422 F.2d 911, 164
USPQ 647 (CCPA 1970) and Ex parte Skuballa, 12 USP@@d 1570
(Bd. Pat. App. & Int. 1989).
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since we believe the scope of the phrase as used in claim$8
can be determned fromthe | anguage of the claimwth a
reasonabl e degree of certainty. In that regard, it is clear
to us that in light of the teachings of the prior art and the
appellant's disclosure® as it would be interpreted by one
possessing the ordinary level of skill in the pertinent art,
that the phrase "sufficient torque" as used in claim8 neans
torque adequate to rotate the selector using the output of the
turbine even in the presence of sand or other contam nants,
thereby elimnating seizure of the selector. Thus, we view
the limtation in question as nerely relating to breadth of
the claim and accordingly conclude that rejection of the

cl ai m under

35 U.S.C. 8§ 112, second paragraph, is inappropriate.

> The specification (p. 6, lines 1-4) teaches that the
"reduction in angular velocity of the output drive shaft 60
advant ageously allows it to provide sufficient torque to
rotate the selector even in the presence of sand or other
contam nants, thereby elimnating the seizure problem present
in prior-art devices."
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For the reasons stated above, the decision of the
examner to reject claim8 under 35 U S.C. § 112, second

par agraph, is reversed.

The obvi ousness i ssues
W w il not sustain the rejection of clains 1 and 3

t hrough 8 under 35 U.S.C. § 103.

Al'l the rejections under 35 U.S.C. 8 103 in this appeal
are founded on the exam ner's determ nation (answer, p. 6)
t hat
in viewof Schirm it would have been obvious to one of
ordinary skill in the art to associate a CGeneva drive
with the valve drive structure of the CYCLE-JET [the
Adm tted Prior Art] sequencing valve as such is a
conventional valve drive structure for sequencing val ves

(pg. 1 col. 2 Ins. 13-27) that provides positive
i ndexi ng.

The appel | ant argues (brief, pp. 8-12) that the above-
not ed determ nati on of obviousness by the examner is
i nproper. Specifically, the appellant asserts that the
exam ner has not provided any notivation, absent the use of

i mperm ssi bl e hindsight, as to why one skilled in the art
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woul d have nodified the sequencing valve of the Admtted Prior

Art to have included a Geneva drive. W agree.

When it is necessary to select elements of various
teachings in order to formthe clained invention, we ascertain
whet her there is any suggestion or notivation in the prior art
to make the sel ection nmade by the appellant. Qbvi ousness
cannot be established by conbining the teachings of the prior
art to produce the clained invention, absent sone teaching,
suggestion or incentive supporting the conbination. The
extent to which such suggestion nust be explicit in, or may be
fairly inferred from the references, is decided on the facts
of each case, in light of the prior art and its relationship
to the appellant's invention. As in all determ nations under
35 U.S.C. 8§ 103, the decision maker nust bring judgnent to
bear. It is inperm ssible, however, sinply to engage in a
hi ndsi ght reconstruction of the clained invention, using the
appellant's structure as a tenplate and selecting el enents
fromreferences to fill the gaps. The references thensel ves
nmust provi de sonme teachi ng whereby the appellant’'s conbination

woul d have been obvi ous. In re Gorman, 933 F.2d 982, 986, 18
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USPQ2d 1885, 1888 (Fed. Cir. 1991) (citations omtted). That
is, sonmething in the prior art as a whole nust suggest the
desirability, and thus the obviousness, of making the

conbination. See In re Beattie, 974 F.2d 1309, 1312, 24

USPQ2d 1040, 1042 (Fed. Cir. 1992); Lindemann Maschi nenfabrik

GrbH v. Anerican Hoist and Derrick Co., 730 F.2d 1452, 1462,

221 USPQ 481, 488 (Fed. Gir. 1984).

Thus, teachings of references can be conbined only if
there is some suggestion or incentive to do so. Here, the
prior art contains none. In that regard, while Schirm does
teach the use of a Geneva drive in a gas indicator apparatus,
Schirm does not contain any teaching or suggestion to have
nodified the Admtted Prior Art to have used a Geneva drive as
a gear reducer to increase the anount of torque provided by
the turbine to the selector as set forth in various manners in
the clains under appeal. G ven the disparate nature of the
Admtted Prior Art's CYCLE-JET systemand Schirm it appears
to us that the examner relied on inpermssible hindsight in
reachi ng his obvi ousness determ nation. However, our

review ng court has said, "To inbue one of ordinary skill in
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the art with know edge of the invention in suit, when no prior
art reference or references of record convey or suggest that
know edge, is to fall victimto the insidious effect of a

hi ndsi ght syndrone wherein that which only the inventor taught

is used against its teacher.” W L. Gore & Assoc. v. Garl ock,

lnc., 721 F.2d 1540, 1553, 220 USPQ 303, 312-13 (Fed. Grr

1983), _cert. denied, 469 U S. 851 (1984). It is essential

that "the decisionmaker forget what he or she has been taught
at trial about the clained invention and cast the m nd back to
the tine the invention was made . . . to occupy the m nd of
one skilled in the art who is presented only with the
references, and who is normally guided by the then-accepted

wisdomin the art." 1d.

Since the exam ner's determ nati on of obvi ousness was
incorrect for the reasons stated above, the decision of the
examner to reject clains 1 and 3 through 8 under 35 U.S.C. §

103 is reversed.®

6 W have al so reviewed the references to Jones and
Krumhansl but find nothing therein which makes up for the
deficiencies of the Admtted Prior Art and Schirm di scussed
above.
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CONCLUSI ON

To summari ze, the decision of the exam ner to reject
claim8 under 35 U.S.C. 8§ 112, second paragraph, is reversed
and the decision of the examner to reject clains 1 and 3
t hrough 8 under 35 U . S.C. 8§ 103 is reversed.

REVERSED

NEAL E. ABRAMS
Adm ni strative Patent Judge

BOARD OF PATENT

CHARLES E. FRANKFORT APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge
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